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	 	What	is	a	Patent?	

•  A	Nega?ve	Right—not	an	Affirma?ve	Right	
•  Quid	pro	quo	of	the	Patent	System:	
•  An	“Enabling”	Disclosure	of	a	

•  “Novel,”	“Non-obvious,”	and	“Useful”	
•  “Machine,	Ar?cle	of	Manufacture,	Composi?on	of	Ma-er,	or	
Process”	

•  Exclusions:	“Laws	of	Nature,”	“Physical	Phenomena,”	“Abstract	
Ideas”	

(in	exchange	for)		

•  Grant	of	a	Limited	Monopoly	



			 	 	Why	do	we	have	Patents?	

•  Costly	to	Innovate,	Cheap	to	Imitate	
•  U?litarian,	not	Moral,	Jus?fica?on	

•  Patent	Policy	aims	to	Balance:	
•  Providing	an	Incen?ve	to	Innovate	
•  Promote	development	of	technologies	that	
might	not	otherwise	be	produced	(or	be	
produced	as	fast)	

•  Social	Costs	of	a	Private	Monopoly	
•  Restricted	output;	higher	prices	

	



	 	Cons?tu?onal	Authority	

U.S.	Cons?tu?on,	Ar?cle	I,	Sec?on	8,	Clause	8:	
	
The	Congress	shall	have	Power…	
	

	To	promote	the	Progress	of	Science	and	useful	Arts	by	
securing	for	limited	Times	to	Authors	and	Inventors	the	
exclusive	Right	to	their	respec?ve	Wri?ngs	and	Discoveries…	



	 	First	U.S.	Patent	



		 	 	R&D	and	Product	Development	



		 	Acquisi?on	of	Patent	Rights	

•  Provisional	Patent	Applica?ons	
•  Non-provisional	Patent	Applica?ons	
•  Specifica?on	
•  Claims	
•  Drawings	
•  Inventor	Oath	and	Declara?on	
•  Filing	Search	and	Examina?on	Fees	



		 	Indeterminacy	of	Language	

•  The	Problem	of	Interpreta?on:		The	Core	and	
the	Penumbra	of	Natural	Language	
– H.L.A.	Hart’s	Legal	Posi?vism	

•  Core	of	Determinate	Meanings	
– Loosely,	meanings	that	all	na?ve	speakers	of	a	
language	would	agree	on	

•  Penumbra	of	Indeterminate	Cases	
– Loosely,	meanings	that	na?ve	speakers	of	a	
language	could	reasonably	disagree	about	



		 	Acquisi?on	of	Patent	Rights	

•  Prosecu?on	of	Patent	Applica?ons	
•  PTO	(Examiner)	“examines”	Applica?on	
•  PTO	Issues	Office	Ac?on	
•  Applicant	Responds	

•  Allowance	and	Issue	
•  No?ce	of	Allowance	
•  Con?nua?on	Applica?ons	



		 	 	R&D	and	Product	Development	



		 	 	Patent	Issues	in	Going	to	Market	

•  “Patent	Landscape”	Analysis	
•  Freedom	to	Operate/Clearance	Search	

•  Non-Infringement	Opinions	
•  Invalidity	Opinions	
•  USPTO	Proceedings	
•  Post	Grant	Review	
•  Inter	Partes	Review	



		 	 	Varia?ons	Between	Industries	

•  Characteris?cs	of	Innova?on	
•  Pharmaceu?cals	
•  Business	Methods	
•  Sodware	
•  Biotechnology	
•  Integrated	Circuits	
•  Telecommunica?ons	



		 	 	R&D	and	Product	Development	



	Enforcement	

•  Li?ga?on	
•  Complaint	
•  Answer/Counterclaims/Defenses	
•  Discovery	
•  Claim	Construc?on	(“Markman	Hearing”)	
•  Resolve	Indeterminacy	of	Claim	Language		

•  Pre-Trial	Mo?ons	
•  Trial	



Patent	Careers	

•  Patent	Examiner	
•  Patent	Agent	
•  h-p://www.uspto.gov/sites/default/files/
OED_GRB.pdf	

•  “Scien?fic	and	Technical	Training	Requirements”	
•  Bachelor’s	Degree	in	Recognized	Technological	Subject	
(Physics,	Engineering	Physics)	

•  Patent	Bar	Exam	
•  Patent	A-orney	
•  J.D.,	Admi-ed	to	State	Bar,	Admi-ed	to	Patent	Bar	



Patent	Careers	

Pros	
•  Variety	of	Technologies	
•  High	Project	Turnover	Rate	
•  Requires	“Sod”	Skills	
•  Requires	Analysis	from	a	

Variety	of	Perspec?ves:		
Legal,	Technological,	
Business,	Public	Policy		

	

Cons	
•  Lack	of	Depth—Sacrificed	

for	Breadth	
•  Occasionally	(or	Frequently)	

Requires	Long	Hours	
•  Rarely	Requires	“Hard”	

Skills	



		 	 	Benefits	of	a	Physics	Degree	

•  Techne	vs.	Episteme	
•  Marketability	
•  Physics	is	Fundamental	to	a	Variety	of	Engineering	
Disciplines—thus	Highly	Marketable	in	the	Patent	
World	

•  Conceptualiza?on	of	Abstract	Ideas	
•  Useful	in	Law	and	Physics	
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